United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/912,576 


07/24/2001 


John Thomas Allen 


SUREB-57333 


6668 



39607 7590 01/08/2007 

PETER KHAHN 

LUCE, FORWARD, HAMILTON, SCRIPPS, LLP. 

600 WEST BROADWAY 

SUITE 2600 

SAN DIEGO, CA 92101 



EXAMINER 



MCKANE, ELIZABETH L 



ART UNIT 



PAPER NUMBER 



1744 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 01/08/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



\JYYIC& MCuOSl OUmul&ry 


Application No. 

09/912,576 


Applicant(s) * 

ALLEN ET AL. 


Examiner 

Leigh McKane 


Art Unit 

1744 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U. S C. § 133). 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3, 4, 6, 7, and 9-15, 17-35, and 37-52 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Doi (JP 2000312708, machine translation) in view of Ichihara (U.S. 
6,030,554). 

Doi teaches a method and apparatus for electron beam sterilization of articles 15. Doi 
discloses that the articles 15 absorb radiation at different positions in accordance with 
irregularities in the characteristics of the articles at the different positions. See paragraphs 
[0004]-[0008]. The articles are provided in a predetermined configuration (side-by-side) within 
"container" (lower half of 10 in Figure 6A). To provide a uniformity of dosage, a regulator 
(upper half) 10 is provided to absorb the radiation passing from a source 20 (Figure 5) wherein 
the regulator 10 is fabricated of a shape and material such that it absorbs radiation passing from 
the source to the articles at the different positions in the container in accordance with the 
irregularities in the characteristic of the article at the different positions to maintain the radiation 
dose at the different positions in the article within particular minimum and maximum limits. The 
"container" may be moved past the source on a conveyor along with the regulator. See 
paragraph [0009], The conveyor moves transverse and substantially perpendicular to the 
radiation. See Figures 5 and 6A. Doi further teaches that the regulator 10 may be fabricated of a 
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material having a "consistency almost equivalent to an irradiated object" and has a shape/ 
geometry complementary to the object. A suggested material is aluminum. See paragraphs 
[0021] and [0027]; Figure 6A. 

While Doi teaches two regulators 10 (wherein the bottom regulator also functions as a 
container for the articles) in Figures 6A and 6B, Doi is silent with respect to a separate container 
for the articles, which container holds the articles and wherein the two regulators are disposed 
external to the container. However, Ichihara discloses that "terminal sterilization", the 
sterilization of an article within its final packaging, is known in the art in the field of electron 
beam sterilization. See Abstract. In the invention of Ichihara, an article is placed within a 
"sealed" (i.e. closed) container which permits transmission of electron beam radiation, but 
prevents entry of microorganisms into the container. See col.2, lines 31-39. Therefore, once the 
article is sterilized, it will not be recontaminated by subsequent packaging and/or handling. 
Likewise, it would have been obvious to one of ordinary skill in the art to package the articles 
(dialyzers) of Doi prior to sterilization, in order to prevent subsequent recontamination of the 
dialyzers. 

Doi teaches conveying articles 15 past a radiation source 20 in a direction substantially 
perpendicular to the direction of radiation and the use of a fixture 10 designed to provide a 
uniform level of absorbed radiation throughout the article. Therefore, although Doi does not 
specifically disclose that the conveyor moves the articles at a substantially constant speed, it 
would have been obvious to one of ordinary skill in the art to do so in order to provide a uniform 
level of absorbed radiation throughout the length of the article. This concept is clearly taught by 
Doi. 
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3. Claims 16 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doi in 
view of Ichihara as applied to claims 15 and 32 above, and further in view of Peck et al. (U.S. 
5,590,602). 

Doi is silent with respect to spacing adjacent containers and fixtures by a particular 
distance when being moved past the radiation source. Peck et al. teaches a method and apparatus 
for electron beam sterilization of articles wherein the articles are conveyed within containers that 
are spaced from adjacent containers to achieve "optimum article throughput efficiency" (col.5, 
lines 19-30). Peck et al. further discloses that in order to "most efficiently utilize the energy of 
the radiation beam emitted by the radiation source 10, the spacing between the article carriers 17 
as they are transported by the process conveyor 14 past the radiation source 10 must be as small 
as practically possible." See col.5, lines 61-65. Therefore, it would have been obvious to space 
adjacent containers and fixtures being conveyed by the conveyor of Doi by a particular distance 
within particular limits so as to "most efficiently utilize the energy of the radiation beam emitted 
by the radiation source". 

As to claim 36 specifically, Doi teaches conveying articles 15 past a radiation source 20 
in a direction substantially perpendicular to the direction of radiation and the use of a fixture 10 
designed to provide a uniform level of absorbed radiation throughout the article. Therefore, 
although Doi does not specifically disclose that the conveyor moves the articles at a substantially 
constant speed, it would have been obvious to one of ordinary skill in the art to do so in order to 
provide a uniform level of absorbed radiation throughout the length of the article. This concept 
is clearly taught by Doi. 
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Response to Arguments 

4. Applicant's arguments filed 26 October 2006 have been fully considered but they are not 
persuasive. 

5. On page 3 of the Response, Applicant argues that the "Examiner has not provided a 
source of any teaching or suggestion of placing a plurality of articles in a container and attaching 
a dose adjuster externally to the container." The Examiner respectfully disagrees. The 
combination of Doi with Ichihara teaches exactly this concept. The Examiner is not required to 
provide a single reference which teaches each and every claim limitation. Indeed, anticipation is 
not required to reject the claims. In the rejection set forth in the paragraphs supra, the 
combination of Doi with Ichihara meets all the claim limitations and illustrates the obviousness 
of first enclosing the articles sterilized by the method and apparatus of Doi. 

Furthermore, the test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leigh McKane whose telephone number is 571-272-1275. The 
examiner can normally be reached on Monday-Friday (5:30 am-2:00 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran can be reached on 571-272-1214. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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